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Amendment dated June 23, 2009 

Reply to Office Action of December 23, 2008 

REMARKS 

Claims 5, 7, 8, 70 and 72 are pending. Claims 1-4 and 9-69 are cancelled as being 
drawn to a non-elected invention. Claims 6 and 70-71 are cancelled. Claims 5, 7 and 8 
are currently amended Claim 73 has been added. 

Applicants submit that no new matter has been added as a result of this 
amendment. 

Rejection of Claims 5. 7, 8 and 70 Under 35 U.S.C. 5102(b) 

Claims 5, 7, 8 and 70 are rejected under 35 U.S.C. 102(b) in view of Van Ooigen 
et al. (U.S. 6,022,846) as evidenced by Mullaney et al. (Appl. Microbiol. Biotechnol. 
(1991)VoL35, pp. 611-614) 

Applicants respectfully traverse the rejection. 

Applicants submit that for a determination of anticipation to be proper, the prior 
art reference must disclose each and every limitation of the claim. Atlas Powder 
Company etai v. IRECO, Incorporated et al, 190 F.3d 1342, 1347 (Fed. Cir. 1999). 

Claim 5 has been amended to require "a stable dry homogenate of a transgenic 
plant expressing a heterologous contraceptive protein comprising an antigen or 
antibody, further comprising a mucosal targeting protein, and in combination with an 
adjuvant/' 

Claim 7 had been amended to require "a stable dry homogenate comprising a 
dehydrated transgenic plant material containing a transgenic contraceptive protein 
further comprising a mucosal targeting protein, in combination with an adjuvant." 

Support for the amendments to claims 5 and 7 is found throughout the 
specification and in particular at Figure 2b, Figure 1 1 and Example 20. 

The Van Ooigen et ai. reference does not teach or suggest "a stable dry 
homogenate comprising a dehydrated transgenic plant material containing a transgenic 
contraceptive protein further comprising a mucosal targeting protein, in combination 
with an adjuvant" as required by amended claim 5 and dependent claims thereof 
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The Van Ooigen et al. reference also does not teach or suggest 
a stable dry homogenate comprising a dehydrated transgenic plant material containing 
a transgenic contraceptive protein further comprising a mucosal targeting protein, in 
combination with an adjuvant, as required by amended claim 7 and dependent claims 
thereof. 

In view of the above, Applicants submit that all claims are novel in view of the Van 
Ooigen et al. reference. 

In view of the above, Applicants respectfully request reconsideration and 
withdrawal of the rejection. 

Rejection of Claims Under 35 U.S.C. 5103(a) 

Claims 5, 7, 8 and 70 are rejected under 35 U.S.C. 103(a) in view of Howard et 
al. (WO 97/10347). 

Claim 72 is rejected under 35 U.S.C. 103(a) in view of Van Ooigen in view of 
Schwoebel et al. (Journal of Biological Chemistry, 266: 7214-7219, 1991) and 
Walmsley et al. (Current Opinion in Biotechnology, 11: 126-129, 2000). 

Claim 72 is rejected under 35 U.S.C. 103(a) in view of Howard et al. (WO 
97/10347) in view of Bliel et al. (WO 98/00440). 

Applicants respectfully traverse the rejections. 

For at least the reasons set forth herein, Applicants respectfully submit that the 
Examiner has failed to establish a prima facie case of obviousness under the 
requirements of 35 U.S.C, § 103(a). To establish a prima facie case of obviousness, 
three basic criteria must be met. First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art, to modify the reference or to combine reference 
teachings {In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991)). Second, 
there must be a reasonable expectation of success. The teaching or suggestion to 
make the claimed combination and the reasonable expectation of success must both be 
found in the prior art t and not based on Applicants' disclosure. Finally, the prior art 
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reference (or references when combined) must teach or suggest all the claim 
limitations. In re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.PA 1974). 

None of Howard et al. (WO 97/10347), the combination of Van Ooigen, 
Schwoebel et al. and Walmsley et al. or the combination of Howard et al. (WO 
97/10347) and Bliel et al. (WO 98/00440), teach or suggest all the claim limitations of 
the instant claims. 

Claim 5 has been amended to require "a stable dry homogenate of a transgenic 
plant expressing a heterologous contraceptive protein comprising an antigen or 
antibody, further comprising a mucosal targeting protein, in combination with an 
adjuvant." 

Claim 7 had been amended to require "a stable dry homogenate comprising a 
dehydrated transgenic plant materia! containing a transgenic contraceptive protein 
further comprising a mucosal targeting protein, in combination with an adjuvant/' 

None of Howard et al. (WO 97/10347), the combination of Van Ooigen, 
Schwoebel et al. and Walmsley et al. or the combination of Howard et al. (WO 
97/10347) and Bliel et al. (WO 98/00440), teach or suggest "a stable dry homogenate of 
a transgenic plant expressing a heterologous contraceptive protein comprising an 
antigen or antibody, further comprising a mucosal targeting protein, in combination with 
an adjuvant" as required by claim 5 and dependent claims, thereof. 

None of Howard et al. (WO 97/10347), the combination of Van Ooigen, 
Schwoebel et al. and Walmsley et al. or the combination of Howard et al. (WO 
97/10347) and Bliel et al. (WO 98/00440), teach or suggest "a stable dry homogenate 
comprising a dehydrated transgenic plant material containing a transgenic 
contraceptive protein further comprising a mucosal targeting protein, in combination 
with an adjuvant" as required by claim 7 and dependent claims thereof. 

No motivation to combine the references 

It is submitted that one of skill in the art would not be motivated to combine the 
teachings of Van Ooigen, Schwoebel et al. and Walmsley et al. or the teachings of 
Howard et al. (WO 97/10347) and Bliel et al. (WO 98/00440), to successfully arrive at 
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the invention as described in the instant claims because none of the references, either 
alone or in combination, teach or suggest the essential elements of the claims. 

For instance, to establish a prima facie case of obviousness the Examiner must 
identify the reason why a person of ordinary skill in the art would have combined the 
prior art elements in the manner claimed. (Memo from Margaret A. Focarino Deputy 
Commissioner for Patent Operations to Technology Center Directors, May 3, 2007). 
"Often it will be necessary... to look to the interrelated teachings of multiple patents; the 
effects of demands known to the design community or present in the marketplace; and 
the background knowledge possessed by a person having ordinary skill in the art, to 
determine whether there was an apparent reason to combine the known elements in 
the fashion claimed by the patent at issue. To facilitate review, this analysis should be 
made explicit" (KSR, Int'I Co. v. Teleflex, Inc., 127 S. Ct, 1727, slip opinion at 14) 
Emphasis added "In view of the guidance provided by the Supreme Court in KSR, an 
examiner must continue to articulate a reason or rationale to support an obviousness 
rejection under 35 U.S.C. 103." (Examination Guidelines for Determining Obviousness 
Under 35 U.S.C, 103 in View of the Supreme Court Decision in KSR International Co. v. 
Teleflex inc) 

in view of all of the above, Applicants respectfully request withdrawal and 
reconsideration of the rejection. 

In view of the above amendment, Applicants believe the pending application is in 
condition for allowance. 

Dated: June 23, 2009 Respectfully submitted, 
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